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REMARKS 

This amendment is responsive to the final Office Action' dated January 1 1 , 2005. Claims 
1-37 were presented for examination. All claims were rejected. No claims are canceled. Four 
new claims are added. Thus, claims 1-41 are pending. Independent claims 1, 14, 21, 22, 29, 36 
and 37 have been amended. No new matter is added. Support for these amendments and the 
new claims is found in the application as filed. For example, see at least the terminal screen user 
interfaces in computers 102, 105, 107 in Fig. 1, and input device 210 in Fig. 2 described in the 
specification page 7, lines 1 1-14 as including user interfaces. Also, see at least Figs. 1 and 2 and 
the specification, at least page 7, lines 5-10 and 15-21 for disclosure of storage, e.g., ROM 225, 
proximate the user interface. Also, see at least page 11, lines 15-16 for disclosure of storage of 
the calling party number in ROM 225 which is proximate the user interface. Also, see at least 
page 12, lines 4-11, where the status message is discussed. 

In the Office Action, the Examiner applies four references against Applicant's claims, 
namely: Mattaway et al., U.S. Patent Number 6,275,490 (hereinafter "Mattaway"); Curry et al., 
U.S. Patent Number 6,275,490 (hereinafter "Curry"); Wiener et al., U.S. PatentNumber 
6,324,264 (hereinafter "Wiener"); and Mueller et al., U.S. Patent Number 6,052,41 1 (hereinafter 
"Mueller"). 



1 The final Office Action may contain a number of statements characterizing the cited references and/or the 
claims which Applicant may not expressly identify herein. Regardless of whether or not any of those statements 
is identified herein, Applicant does not automatically subscribe to, or acquiesce in, any of those statements. 
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Claims 1-6, 8, 13-14, 16, 21-25, 28-29, 31 , 36 and 37 are rejected under 35 U.S.C. § 
103(a) as being un-patentable over Mattaway in view of Curry. 

Claims 11,19, 26 and 34 are rejected under 35 U.S.d § 103(a) as being un-patentable 
over Mattaway in view of Curry as applied to claims 1, 14, 22 and 29, and further in view of 
Wiener. 

Claims 7, 9-10, 15, 17-18, 30, 32-33 are rejected under 35 U.S.C. § 103(a) as being un- 
patentable over Mattaway in view of Curry and further in view of Mueller. 

Claims 12, 20, 27 and 35 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Mattaway in view of Curry, in further view of Wiener as applied to claims 1 1, 19, 26, and 
34 and further in view of Mueller. 

Claims 1-6, 8, 13-14, 16, 21-25, 28-29, 31, 36 and 3^7 are rejected under 35 U.S.C. § 
103(a) as being un-patentable over Mattaway in view of Curry. Applicant respectfully traverses 
this rejection because this combination does not disclose or suggest all elements of these claims 
for the following reasons. 

Consider amended independent claim 1, for example, which recites a combination of 

features: 

U A me thod of making a telephone call using an: electronic document stored in a 
computer having a user interface, the method comprising: 

retrieving the electronic document, the electronic document including data representing at least 
one telephone number, 

selecting a first telephone number from die electronic document by way of the user interface to 
obtain a selected telephone number; 

signaling, from the computer via a packet-switched netWork coupled to a first line, a 
telecommunication system to connect a call between a first telephone associated with the first telephone 
number and a second telephone associated with a calling party telephone number in response to the 
selection of the first telephone numbe r the calling party t elephone number beim stored in the computer 
proximate the user interface , the call being connected via the first line; and 
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subsequent to attempting the call, using the stored calling party telephone number to connect all 
calls from the calling party to any telephone number including the selected telephone number." 
(Emphasis added) 

In the Office Action, page 3, it states "Mattaway does not expressly disclose receiving a calling 
party telephone number; storing the calling party telephone ftumber in memory within the 
computer to obtain a stored calling party telephone number; and using the stored calling party 
telephone number to connect all calls from the calling party, ; subsequent to attempting the call, to 
any telephone number including the selected telephone number." and Applicant agrees that 
Mattaway is deficient in this regard. 

The Examiner relies on Curry to make up for these deficiencies of Mattaway, but Curry 
falls short. To begin with, claim 1 does not recite either a receiving or a storing step. However, 
even if those steps were recited in amended claim 1, Applicant respectfully disagrees that Curry 
teaches: "storing the calling party telephone number in memory within the computer to obtain a 
stored calling party number" as alleged in the Office Action; (Emphasis added), because amended 
claim 1 limits its computer to one " havine a use r interface". By contrast, the computer upon 

l 

which the Examiner is relying in this rejection does not and cannot have a user interface, because 
"users" cannot be associated with it. The computer in Curry upon which the Office Action relies 
to store the calling party number in this rejection is the Internet Telephony Servers) (ITS 72 a, b, 
c) as shown in Fig. 6 in Curry. For example, the Examinees language: ". . .where, when the ITS, 
acts like a phone, if uses its stor ed callin g party number hvorder to set-up a call . . ." (final Office 
Action, page 3, Emphasis added) plainly shows that the computer in Curry being relied upon to 
teach the storing of the calling party number is the ITS server. But, this server is shown as being 
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remotely located on the opposite side of central office 41 frbjn where the user (calling/called 
parties 64 a, b, c) is located. There cannot be anv users located at ITS 72 , thereby precluding a 
user interface at ITS 72. Therefore, although Curry may store something in a server (a server is a 

' f 

computer), it does not disclose or suggest storing a calling party telephone number within a 
computer ha vin g a user interface, to which claim 1 is limited. Furthermore, Curry's ITS server 
72 is not located near or proximate a user interface which, ifone exists in Curry, would be 
located near a called or calling party 64 who is the "user"^ Fig. 6 in Curry). 

As noted, the Examiner admitted that Mattaway doef not disclose the "storing" recited in 
claim 1 , and Applicant has shown above that Curry does not: disclose it either. To establish a 
prima facie case of obviousness, all of three basic criteria miist be met: first, the prior art 

'■ I; 

references, when combined, must teach or suggest all the cl?iim limitations; second there must be 
a reasonable expectation of success; and finally, there must fee some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference teachings ( See MPEP § 2143). 
If any one of these criteria is not met the prima facie case of obviousness is not established. In 
this instance, the prior art references, when combined, do n£t teach or suggest all of the claim 
limitations. 

■ I 

In view of the above, a prima facie case of obviousness under MPEP § 2143 has not been 

i 

; t 

established against claim 1, at least because all of the clairnji elements of claim 1 have not been 

= lj 
: P" 

disclosed or suggested. For example, the recited "signaling" act has not been disclosed or 
suggested. That is, the recited "signaling, from the computer via a packet-switched network 
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coupled to a first line, a telecommunication system to connect a call between a first telephone 
associated with the first telephone number and a second telephone associated with a calling party 

■i 

telephone number in response to the selection of the first telephone number, the calling party 
tele phone number beins stored in the computer prox imate the user interface, the call being 
connected via the first line", (Emphasis added), is not disclosed or suggested by Mattaway or 
Curry taken alone or in any combination for the reasons givlpn above. 

Furthermore, the other two references that were citel in the Office Action, namely 

. i 

* f 

Wiener and Mueller, taken alone or in combination, do not f ure the above-noted deficiencies of 
Mattaway and Curry. In WIENER, the calling party's telephone number is stored in a remotely 
located database accessible through the Internet and not locally, in a computer having a user 
interface (e.g., a personal computer). Thus, "... the callins party telephone number being stored 
in the computer proximate the user interface . . ." as recited tfk claim 1 , is not disclosed or 

• J 

suggested by WIENER, because WIENER stores the callin| party telephone number remotely 

il 

from the user in a database that doesn't have a user interfack Applicant shows computers 102, 
105, 107 with terminal screen user interfaces in Fig. 1, andjshows computer 102 as containing 
input device 210 in its Fig. 2. Input device 210 is described in Applicant's specification on page 
7, lines 11-14 as including user interfaces. Computer 102, in Applicant's Fig. 2, also includes 
ROM 225 proximate the user interfaces in input device 2li ROM 225 is where the calling party 

r 

telephone number may be stored. See Applicant's specification, page 1 1, lines 1 5-16, for 
example. Applicant respectfully submits that WIENER'S remote directory, accessible only via 
an Internet link and which may store the calling party's telephone number, is not equivalent to a 

20 . j ' 

! | ■ 

• RCVD AT 3/7/2005 1 1 : 19:20 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/0 * DN1S: 8729306 * C8IO:97271 83946 * DURATION (mm-ss): 09-14 



VERIZON IP 



1* S PAT ' ii NT- AM KM) 



U.SL Patent Application No. 09/694,593 
Artery's Docket No. 99-317 CIP RCE1 



i. 

user-interfaced computer which contains a storage device (e;g., ROM) that stores the calling 
party's telephone number proximate the user interface. Applicant thus submits that WIENER 
teaches away from Applicant's subject matter as recited in tljte currently amended claims and 

does not cure this deficiency of MATTAWAY or CURRY: finally, MUELLER, does not 

■I 

disclose or suggest storing a calling party's telephone numbfr whereby its disclosure is irrelevant 

il 

• h. 

in this regard. :! . 

• ii 

The other two requirements for establishing a prima facie case of obviousness are moot, 
and shall not be considered in view of the failure of the references to show all claim elements. It 

j: 

is therefore submitted that the 35 U.S.C. § 103(a) rejection 6f claim 1 should be withdrawn and 

i 

: il* 
■ .-j 

the claim allowed. j 

• J 

The other independent claims in this application which have been rejected under 35 

: I 

U.S.C § 103(a) on the basis of the same Mattaway/Curry combination of references, namely, 
claims 14, 21, 22, 29, 36 and 37, have all been amended in i manner similar to that of amended 
claim 1. Accordingly, it is respectfully submitted that the rejection of these independent claims 

should be withdrawn and the claims allowed for the same reasons given above. 

• I 

Claims 2-13, 15-20, 23-28, and 30-35 depend from claims 1, 14, 22, and 29 respectively. 

' ii 

All of these dependent claims are allowable, at least for reasons based on their dependencies, 

' ] 

directly or indirectly, from allowable independent base claifns. It is thus respectfully requested 

: j 

that the rejection of these claims be withdrawn and the claiins allowed. 

I ■ 

New claim 38 is similar to currently amended claini 21, and new claim 40 is similar to 

i! 

il 

currently amended claim 22. New claims 38-41, as well as| currently amended claims 4, 5 and 25 

is 

2i I : 
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recite features relating to a status message, a description of Syhich was included in this CIP 

li. 

application at the time of its filing (see specification, page lines 4-11). Neither Mattaway, 

Curry or Mueller disclose or suggest a status message, as farijas Applicant can discern. It is 

I • , , 

further noted that although Wiener does mention a status message in Table I in column 7, 

Wiener's status message is clearly not the same as the recite! status message of Applicant's 

: I 

claim. For example, Wiener's status message is not described as being sent if the calling party 
does not answer its telephone ' Vithin a specified time perio|l" as recited in amended claims 4 

and 25, and new claims 38 and 40. Also, Wiener's status message is noi described as including 

•■ I ■ 

the "calling party telephone number, possible reasons for failure of the call, and remedies for the 

.1 

failure" as recited in amended claims 5 and 25, and new clasps 39 and 41 . Therefore, even 

; I 

though claims 4-5, 25 and 38-41 are urged to be patentable fcr reasons presented earlier, 

* 

hereinabove, these claims are also patentable over any or alfof these four references taken alone 

i! 

or in any combination for these additional reasons relating tjj> status message. 



CONCLUSION | 

In view of the foregoing amendments and remarks, fill pending claims are urged to be 

: I 

allowable over the cited references. Applicant respectfully Requests the Examiner's 
reconsideration of this application, and the timely allowance of the pending claims. If any 



questions remain, the Examiner is invited to contact the undersigned at the telephone number 

listed below. This amendment is being filed as the submission under an RCE. 
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To the extent necessary, a petition for an extension o£ time under 37 CFR § 1 . 136 is 

ir. * 

hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 

including extension of time fees, to Deposit Account No. 07f2347 and please credit any excess 

fees to such deposit account. | 

Respectfully submitted, 




Date: February ,2005 \ 

Verizon Corporate Services Group Inc. | 

600 Hidden Ridge Drive - j 
Mail Code: HQE03H14 

Irving, Texas 75038 . \ 

(972)718-4800 I 

Customer No. 32127 , \ 



fr- 




it - 
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